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WRMARKS 

The Examiner rejected claims 1-2 under 35 U.S.C. §102(c) as allegedly being anticipated 
by i'isclicr (US 2002/001 0638). Since claims 1-2 have been canceled, the rejection ofclaims 1-2 

under 35 U.S.C. §102(o) is moot. 

The Examiner rejected claims 3-5 under 35 U.S.C. §103(a) as allegedly being 
unpatentable over Fischer in view of Bando et al (US 6,405^44). 

The Examiner rejected claim 6 under 35 U.S.C. §103(a) as allegedly being unpatentable 
over the modified Fischer and Bando et al system and further in view of Davis et al (US 
5.937,160). 

The Examiner rejected claims 8-11 and 13-14 under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over the modified Fischer. Bando ct al. and Davis ct al system and further iii view 
of MS A (post by Arthur Urbanowicz). 

Applicants respectfully traverse Uie§l 03(a) rejections with the following arguments. 
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Claims 3-5 

The Examiner rejected claims 3-5 under 35 U.S.C. §103(a) as allegedly being 
unpatentable over Fischer in view of Bando et al (US 6,405,244). 

Applicanls respectfully contend that claim 3 is not unpatentable over Fischer in view of 
Bando, bccau.sc Fischer and further in view of Bando docs not teach or suggest each and evecy 
feature ofclaim 3. For example, Fischer and further in view of Bando docs not leach or suggest 
the feature: reading from a memory an authentication key associated with tlic originator; 
including the authentication key in an open field of the electronic mail; and sending the 
electronic mail from the originator lo the recipient" (emphasis added). 

The Examiner argues: "Bando et al teaches reading aalhcntication information associated 
with the originator (see column 5 line 54 through column 6 Une 6).... At the time of the invention 
it would have been obvious to a person of ordinary skill in the art to use Bando et al's method of 
reading authentication Information in tlie email authentication method of Fischer.... Motivation lo 
do so would have been to decide that falsification or alteration has not been performed (sec 
Bando et al column 6 lines 1-6)." 

In response. Applicants respcctlully contend that the Examiner's argument for modifying 
• Fischer by the alleged teaching of Bando is not persuasive. 

A first reason why Examiner's argument for modifying Fischer by the alleged teaching of 
Bando is nol persuasive is that the Examiner's argument has no relevance to claim 3. In 
pai ticular. the Examiner's citation of Bando. col. 5. line 66 - col. 6, line 6 is alleged by tlic 
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Examiner to enable Ihe receiver of the electronic mail to decide Uiat falsification or alteration has 
not been perfonncd. However, the steps of claim 3 arc performed by the sender of Ihe message 
and not by the receiver of the message. Since the receiver of the electronic mail, and not the 
sender of the electronic mail, allegedly receives the benefit of deciding that falsification or 
alteration oftlic electronic mail has not been perfonncd. it is therefore not obvious lo modify 
Fischer in relation lo claim 3 based on the Examiner's argument. 

A second reason why Examiner's argument for modifying Fischer by the alleged teaching 
of Bando is not persuasive is that reading an authentication key from memory is not necessary for 
being able to decide that falsification or alteration has not been performed. Applicants maintain 
that the ability to decide that falsi ficalion or alteration has not been perfonncd requires the ability 
to verify the presence of the authentication key in the open field of the electronic mail, which 
(Iocs not require that the authentication key be read from memory. 

A third reason why Examiner's argument for modifying Fischer by the alleged teaching of 
Bando is not persuasive is that the ability to decide tliat falsifieation or alteration has not been 
performed requires the ability to verify the presence of the authentication key in the open field of 
the electronic mail, which neither Fischer nor Bando disclose, as admitted by the Ejiaminer in the 

0 fficc action on page 5, lines 3-5 . 

Based on the preceding arguments. Applicants respectfully maintain that claim 3 is not 
iuip.ilcntable over Fischer in view of Bando, and that claim 3 is in condition for allowance. 
Since claims 4-5 depend from claim 3. Applicants contend that claims 4-5 are likewise in 
condition for allowance. 
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Cinims 6-7 and 12 

The Examiner rcjeclcd claims 6-7 vmdcr 35 U.S.C. §103(a) as allegedly being 
unpatentable over the modified Fischer and Bando et al system and farther in view of Davis et al 
(IJS 5.937.160). 

Applicants rcspectftilly contend Uial claim 6 is not unpatentable over the modified 
Fischer and Bando system and further in view of Davis, because the modified Fischer and Bando 
system and further in view of Davis does not loach or suggest each and every feature of claim 6. 
For example, tlie modified Fischer and Bando system and further in view of Davis does not teach 
or suggest the feature: "determining whctlier an authentication key is present in an open field of 
the electronic mair* (emphasi s added). 

Tlie Examiner argues: "Davis ct al teaches determining whether a type of information is 
present in an open field of the electronic mail (see column 1 1 lines 25-42). At the time of the 
invcnlion it would have been obvious to a person of ordinary skill in the art to use Davis et al's 
method of determining the presence of inforraaUon in the subject field to determine if the 
authentication information of the modified Fischer and Bando et al system is present. Motivation 
to do so would have been to allow for di ffcrent actions to occur based on the infonnaUon in the 
subject (sec Davis et ol column 1 1 lines 25-42)." 

In response. Applicants respectfully contend that the Examiner's argument for modifying 
Fischer and Bando by the alleged teaching of Davis is not persuasive, because the disclosure by 
Davis, col. 1 1 , lines 25-42 does not address an authentic key with respect to the feature of claim 
6 ofdetermining whether an authcnlicaUon key is present in an open field of the electronic 
mail" (emphasis added). In other words, Davis does not teach or suggest the preceding feature of 
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claim 6 a-s alleged by the Examiner. The Examiner has not provided argumentation to modify 
Davis to disclose "determining wheUier an authentication key is present in an open field of Ihe 
electronic inail" (emphasis added). Accordingly, the Examiner has failed to establish ^prima 
facie case of obviousness in relation to claim 6. 

Based on the preceding argiimcnls. Applicants rcspectfiiUy maintain that claim 6 is not 
unpatentable over the modified Fischer and Bando system and further in view of Davis, and that 
cbim 6 is in condition for allowance. Since claim 7 depends from claim 6. Applicants contend 
that claim 7 is hkewise in condition for allowance. 

As to claitn 12, the Examiner argues: "As per claim 12. the modified Fischer. Bando et al. 
and Davis ct al system discloses claimed material as applied to claims 1 and 6." 

In response, Applicants refer to Applicants' arguments supra in relation to claims 1 and 

6. 

Claims 8-11 and 13-14 

The Bxan)iner rejected claims 8-1 1 and 13-U under 35 U.S.C. §l03(a) as allegedly being 
unpatentable over the modified Fischer. Bando ct al, and Davis el al system and further in view 
of MSA (post by Arthur Uibanowicz). 

Applicants respectfully contend that claim 8 is not unpatentable over the modified 
Fischer, Bando. and Davis system and fuitlier in view of MSA. because the modified Fischer, 
Bando. and Davis system and farther in view of MSA does not teach or suggest each and every 
feature of claim 8. For example, the modified Fischer, Bando, and Davis system and further in 
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view ofMS/V does «ol teach or suggest the features: "when an ax^thenticalion key is expeeted to 
be present, delennmmg whether tlie authentication key is present; and r^jeeting the electronic 
mail when the authenlication key is not present". 

The Examiner alleges that page I of MSA discloses the preceding features of claim 8. 
However, ApplieanU cannot find the preceding feaiiues of claim 8 on page 1 of MSA. 
Therefore, Applicants respectfully request that the Examiner provide an analysis of page 1 of 
MSA explaining how MSA discloses the preceding features of claim 8. 

Based on the pi-eceding arguments. Applicants respectfully maintain that claim 8 is not 
unpatentable over the modified Fischer, Bando, and Davis system and further in view of MSA. 
and that claim 8 is in condition for allowance. 

Applicants respectfully contend that claim 9 is not unpatentable over the modified 
Fischer, Bando, and Davis system and further in view of MSA, because the modified Fischer. 
Baudo, and Davis system and further in view of MS A does not teach or suggest each and every 
feature of claim 9. For example, the modified Fischer. Bando, and Davis system and further in 
view of MSA does not teach or suggest the features: "when an authentication key is expected to 
be present, determining whether the authentication key is present; when the authentication key is 
not present, rejecting the electronic mail; and when the authentication key is present, determining 
whether the authentication key is associated with the originator, accepting the electronic mail 
when the authentication key is associated with the originator, and rejecting the electronic mail 
when the authentication key is not associated with the originator.". 
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Th<. Examiner alleges that page 1 of MSA discloses Ihc preceding features ofclaim 0. 
However. Applicants cannot find the preceding features ofclaim 9 on page I of MSA. 
Therefore, Applicants request that the Examiner provide an analysis ofpage 1 of MSA 
explaiining how MSA discloses the preceding features ofclaim 9. 

Based on the preceding arguments, Applicants respectfully maintain that claim 8 is not 
unpatenuible over the modified Fischer. Bando, and Davis system and further m view of MSA. 
and that claim 9 is in condition for allowance. Since claims 10-11 depend from claim 9. 
Applicants conte.^d that claims lO-l 1 are likewise in condition for allowance. 

m addition wiai respect to claim 10. Applicants respectfully contend that Fischer, Bando, 
and Davis system and further in view of MSA does not disclose the feature: "reading a memory 
at an address thai is dependent upon a source idcnUfier that identifies the originator". 

The Examiner argues: "see MSA where the tested server name is inliercntly stored in 

m response. Applicants dispute tlie Examiner's contention that "the trusted seiner name is 
inherently stored in memory". Moreover. Applicants contend that an argument of inherency 
cannot be used in a rejection under 35 U.S.C. § 103(a) unless the Examiner can demonstrate wilh 
evidence that the alleged inherency was known to a person of ordinary skill in the art at the time 
that tlie invention was made, which the Exammer has not done. See In re Shetiy, 566 F.2d 81 . 
86, 195 U.S.P.Q. 753. 756-57 (C.C.P.A. 1977) (reversing tlie Board's rejection of a claim based 
on alleged inherency under 35 U.S.C. 103 of a method to curb appetite, and stating: "[t]he 
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ittoncy of an advaiilagc and its obviousness are entirely different questions. That which n^.y 
be inherent is not necessarily kiiown. Obviousness cannot be predicated on what is unknown"). 

Moreover, the preceding argument by the Examiner is unrelated to "an address that is 
dependent upon a source identifier that idcitifies the originator". The Examiner has not 
presented any argument directed to said "address". 

m addition with respect to claim 11 , Applicants respectfully contend that iMSCher. Bando. 
and Davis system and further in view of MSA does not disclose the feature: "reading a memory 
at an address that is dependent upon a source identifier that identifies the originator". 

The Examiner argues that the preceding feature of claim 1 1 is disclosed in Bando, col. 5, 
lino 54 - col. 6, line 6. 

Tn response. Applicants dispute the Bxamincr>s contention that the preceding feature of 
elnim 1 1 is disclosed in Bando. col. 5. line 54 - col. 6. line 6. Indeed, Bando, col. 5. line 54 - col. 
6, line 6 is totally silent as to said "address". 

Applicants respectfully contend that claim 13 is not unpatentable over the modified 
Fischer, Bando. and Davis system and fxirlher in view of MSA, because the modified Fischer. 
Bando. and Davis system and further in view of MSA docs not teach or suggest each and every 
feature of claim 1 3. For example, the modified Fischer. Bando, and Davis system and further in 
view of MSA does not teach or suggest the features: "determining whedicr an authentication key 
is expected to be present in an open field of the electronic mail; when an authentication key is 
expected to be present, determining whether the authentication key is present; and rejecting the 
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electronic mail when the authentication key is not present in the open field of the electronic 
mail". 

The Exomincr relics on the Examiner's arguments relating to claims 12 and 9. In 
response. Applicants rely on Applicants' argimients relating to claims 12 and 9. 

Based on the preceding arguments, Applicants respectfully maintain that claim 1 3 is not 
unpatentable over Uie modified Fischer. Bando, and Davis system and further in view of MSA, 
and that claim 13 is in condition for allowance. 

Applicants respectfully contend that claim 14 is not mipatenlable over the modified 
Fischer. Bando. and Davis system and further in view of MSA. because the modified f ischcr. 
Baudo, and Davis system and further in view of MSA does not teach or suggest each ai.d every 
featui^ of claim 14. For example, the modiHed Fischer, Bando, and Davis system and further in 
view of MSA does not teach or suggest the features: "receivii^g the electronic mail fiom an 
originator, the electronic mail having been previously prepared for sending from the originator 
with a source identifier to the recipient with a destination identifier, determining whether an 
authentication key is expected to be present in an open field of the electronic mail; when the 
authentication key is not cxpccte.1 to be present, acccptuig the electronic mail; when the 
authentication key is expected to be present, determining whether the authentication key is 
present; when the authentication key is present, determining whetl^er the authentication key is 
associated wid. the originator and further associated with the recipient; accepting the elcctronie 
mail when the authentication key is determined to be associated with the originator and the 
recipient; rejecting the electronic mail when the authentication key is determined not to be 
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associated with the originator and further associated with the recipient; and when the 
authenlicalion key is not present, rejecting the electronic iTiail", 

The Examiner argues: "see rejection of above claims where it is inherent that evci^ email 

has a source and destination identifier". 

In response. Applicants dispute tlie Examiner's contention that "it is inherent that every 
email has a sov.rce and destination identifier", Applicants contend that an argument of inherency 
cannot be used in a rejection under 35 U.S.C. §103(a) unless the Examiner can demonstrate with 
evidence that the alleged inherency was known to a person of ordinary skill in the art at the time 
that the invention was nude, which the Examiner has not done. See In re Shetty, 566 F.2d 81, 
86, 195 U.S.P.Q, 753, 756-57 (C.C.P.A. 1977) (reversing the Boar d's rejection of a claim based 
on alleged inherency under 35 U.S.C. 103 of a method to curb appetite, and stating: "(t]he 
inherency of an advantage and its obviousness are entirely different questions. That which may 
be inherent is not necessarily known. Obviousness cannot be predicated on what is unknown")- 
Based on the preceding arguments. Applicants respectfully maintain that claim 1 4 is not 
unpatentable over the modified Fischer, Bando. and Davis system and further in view of MSA, 
and that claim 14 is in condition for allowance. 
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rnNCLtlSION 

Based on the preceding argumenls. Applicants respectfully believe that all pending claims 
and the entire application meet the acceptance criteria for allowance and therefore request 
favorable action. If the Examiner believes that anything fardier would be helpful to place the 
application in better condition for allowance. Applicants invites the Examiner to contact 
Applicants' representative at the telephone number listed below. The Director is hereby 
authorized to charge and/or credit Deposit Account 09-0457. 



Date; ^d^^'T 



Schmeiscr, Olsen & Watts 
3 Lear J d Lane, Suite 201 
Latham, New York 12110 
(518)220-1850 



J&k P. Friedman 
Registration No. 44,688 
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